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INTRODUCTION

Change is not necessarily bad as we need to let go the conventional form of
protection of copyright works under copyright laws. Digitalisation is creating digital
objects from the tangible and fixed material using a scanner, camera or other
electronic devices.t Mass digitalisation, on the other hand, is difficult to define, as
there is no standard which is agreed upon to qualify a project large enough to
constitute mass digitalisation.2 With the emerging digitalisation of works, there is a
need to reform the old Copyright laws, to encompass and deal with such growing
technological advancement. In the process of digitalisation, it is important to respect
the right of a copyright owner of the original work, right/permission to digitalise the
content and make it available for others and interest of the users to use this digitalised
material.2 WIPO Copyright Treaty 1996 in its preamble states that there is a need to
maintain a balance between the rights of authors, and larger public interest,
particularly education, research and access to information.%

If the stakeholder was unable to be located and the digitalised work was orphan,
then the revenue generated was to be distributed to a literacy-based charity.2 Through
this project, settlement project included making books more accessible for libraries,
researchers, students and schools in return generating revenues and preserving old
books.& However, this settlement agreement was not recognised by courts despite the
benefits arising out of Google Books Project.
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The courts emphasised that this project is likely to create a business arrangement
where Google would retain the right to exploit the book through digitalisation without
prior permission of the copyright owner. Further, the courts expressed their concern
with respect to digitalisation and orphan works. They observed that it was the duty of
the Congress to adopt copyright laws with the changes in the technology.Z The
Congress was entrusted with the duty to lay down terms and safeguard within which
orphan works could be digitalised by the third party. In light of these concerns, the
courts did not recognise the settlement and highlighted how it is best if left for
Congress to decide.2 Keeping in mind the same, the settlement excluded the
digitalisation of orphan works and included only publishers that expressly allowed
Google to go ahead with this project and digitalise their material for online users.2

Following this decision, in November 2013, the courts granted the fair use defence
to Google.l2 They went through the four-factor test for fair use before arriving at this
conclusion. It was observed that the books used were transformed by, into
comprehensive word index for research and educational purpose. Such digitalised
copies did not hamper the use of original books.iL There was also a limit on the
amount of text that was displayed while searching for the book.12 The Google books
did not impact the markets of the books as certain pages were blacklisted by Google
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which as a result would prevent the user from accessing the entire book.12 Therefore, it
was concluded that Google Books provided significant public benefits and thus, their
project would be a fair use of the books.12 However, while analysing this case, the
courts failed to address two important questions. First, whether mass digitalisation
project in addition to the display of snippets would get this fair use protection?
Second, in which manner were these orphan works to be treated in the context of
mass digitalisation?
HATHI TRUST FUND CASE

A consortium of colleges, universities and other non-profit organisations known as
Hathi Trust were sued by Authors Guild along with other foreign authors in September
2011.L2 The Hathi Trust members permitted Google to scan and upload the digitalised
copies of their collection in

Hathi Trust Digital Library. Due to this, the general public was able to access the full
text of the books with certain print disabilities which also helped in the preservation of
the original copies.tt The lower courts on the issues relating to digitalisation held that
they would fall under the ambit of fair use. The work was considered vastly
transformative and protected. On appeal, the Courts held that the function of Hathi
Trust was not fair use and remanded the case for further consideration. They did not
consider fair use as a well suitable tool to deal with all copyright infringement issues
arising out of mass digitalisation. However, the courts observed that creation of a text
database which was searchable with the limitation on printing the database, amounts
to fair use but this was not the situation in the present case.lZ This case highlighted
the need for the Congress to bring changes in the Copyright Laws to deal with issues
of mass digitalisation.

MODEL ADOPTED IN OTHER JURISDICTIONS:

The Nordic Countries dealt with the issue of mass digitalisation through the
introduction of Extended Collective Licensing. They provide for an Extended Collective
Licensing (hereinafter referred as ECL) for digitalisation, broadcasting, and
reproduction for the purposes of education and research, for use by library, archives
and museums and for internal use by business and other organisations.i& As per this
system, the copyright owners negotiate with the user's terms that are binding on all
members of the group such as all textbook publishers. This is not binding on the
owners who have expressly opted out of this mechanism.2 A Collective Management
Organization (hereinafter referred as CMO) is then appointed on behalf of the
government who collects the licensing fee which is further distributed among all the
copyright owners. This mechanism aims at social benefit even though the cost of
obtaining the right/permission is very high when applied individually. This is different
from compulsory licensing as the parties negotiate the terms instead of the
government.

The ECL model was rejected by the European Union22 because the negotiated terms
for use of certain books extended to all copyright owners who were not even a part of
the collecting society.2L In addition to this, there
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were difficulties in ascertaining the licensing rates of copyrighted work, libraries and
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institutions using a large amount of orphan works that were forced to pay the licensing
fee without determining the market value of the orphan works.22 The EU finally chose
an exception-based model in 2012 wherein the orphan works would be made available
for limited use such as by libraries, education institutions and museums, film or public
broadcasting service organisations.22 This model excluded photographs unless they
were included in other forms of works. EU did not consider ECL as the right approach,
only while dealing with the orphan works and this was a binding practice on all EU
members.

France addressed the issue of digitalisation by passing a law in February 2012. This
law made it easy to digitalise books that were published before January 1st, 2001
which are not commercially sold for profit or made available digitally.22 The books
classified as out-of-commerce books are recorded in the French National Library. The
author is given 6 months to object to such treatment of his book, failure of which will
authorise CMO to license the reproduction of the books in digital format.2

Like France, Germany in 2013 adopted the Extended Collective Licensing model
with the limitation that it is likely to affect only out-of-commerce works that were
published before January 1996.26 Such work is permitted for use, by specific users
such as libraries, educational institutions. They are not to be used for commercial or
profit-making purposes. This model allows the copyright owner to opt out within 6
weeks, failure of which will give the right to digitalise the specific work for specific use.
Even the United Kingdom in 2013 passed the ECL model which authorised CMQO's to
negotiate and license the certain use of copyright protected works and gave the
copyright owner the right to opt out of this model.2Z

SOLUTIONS TO MASS DIGITALISATION

Mass digitalisation paves way for complex policies both in the form of opportunities
and risks. For example, in the Google Books Litigation case,
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the project of mass digitalisation undertaken by Google facilitated research and access
to older books that were falling apart in the library.28 The courts observed that
“breathing life into millions of works that are now effectively dormant, allowing users
to search the text of millions of books at no cost and enhancing the accessibility of
such works for the disabled and others, are worthy objectives.”%

The opportunities created through mass digitalisation was also recognised by the
European Commission as it helped them to make the cultural heritage of Europe,
accessible publicly on a large scale, which would not have been possible otherwise.3%
However, despite these opportunities, mass digitalisation comes with the risk wherein,
the copyright owner must opt out on his own so as to exclude his work from being
mass digitalised.3L

In light of these competing interests, the need of the hour is to come up with a
solution to balance the right of the copyright owner on one hand and the public benefit
involved through mass digitalisation on the other hand. To deal with these questions,
non-legislative and legislative solutions can be used. Non-legislative solutions would
include fair use, as used in the Google Books Litigation case. However, the only
drawback with this solution was that this case did not elaborate as to how fair use was
to be extended in cases where the copyright owner couldn't be located i.e., orphan
works. Further, it did not discuss the solution and compensation to be granted, in
matters where there was wider dissemination of work without the permission of the
copvriaght owner. Lastly, a transformative factor in the fair use test tends to overlap
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with the copyright owner's right in his derivative work and hence, is not suitable to
deal with all matters with respect to digitalisation. Fair use cannot be used in all cases,
as there will be uncertainty about the varied kind of uses and mass digitalisation that
is taking place. Other non-legislative solutions include voluntary agreement. However,
the transaction cost to negotiate with every copyright owner will be very high which
makes this solution less suitable too. Therefore, non-legislative solutions are less likely
to resolve all uncertainties arising out of mass digitalisation. This emphasises the need
for a legislative tool to deal with digitalisation.

RECOMMENDATIONS
Various international conventions and treaties such as Berne Conventions, TRIPs
agreement, WIPO Copyright Treaty lay down a three-part test:
* The use should be limited to specific cases,
e It should not hamper the normal exploitation of the work and
e It should not prejudice the right of the copyright owner.

Therefore, there is a need for a legislative framework within which all matters of
mass digitalisation can be dealt with. There is a need of a set of guidelines to deal with
all kinds of activities of digitalisation.22 The Congress in order to fulfil their
constitutional and international obligation, should introduce a model wherein, there is
licensing either voluntary or statutory to encourage and facilitate digitalisation project
thereby, promoting the progress of art, without dissuading the incentive of the
copyright owner.

Keeping in mind the ECL model adopted by other countries and the treaty
obligation, through this paper, I would like to recommend a set of guidelines along
with a list of factors that must be considered while dealing with mass digitalisation
and copyright laws. Extended Licensing can be adopted where the government would
be authorised to negotiate with the copyright owners for a particular category of works
for specific uses and users. This model has been used by Nordic countries, where it is
limited to certain types of works and users such as education, scientific, research or
internal use of an organisation. Further, it would be different from compulsory
licensing as the royalties and license rates would be governed by the private entities
and not the government. This mechanism would also uphold the freedom to contract
of the copyright owners.32

This mechanism can limit digitalisation to certain kinds of works namely: literary,
pictorial/graphic and photographs. It is important to ensure that a Books Rights
Registry is maintained so as to distribute the royalties to the various stakeholders.22 In
addition to this, the digitalisation should display short excerpts while responding to
online search by the user and there should be a restriction in the printing of the
searched results.22 While limiting the use to these specific categories of work it is
important

to ensure that it does not cover unpublished and orphan work as the administrative
cost, of locating the owner, will supersede the benefit that would arise through its
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digitalisation.2t Lastly, it is important to maintain an opt-out provision where in
copyright owners can object from the digitalisation of their works. This has been
adopted by the Nordic countries in their ECL model.2Z This way both the interest of the
copyright owner can be maintained as well as the public interest involved through
such technological advancement. The approach adopted in the Google Books and Hathi
Trust case was similar to this model of ECL. With government supervision, ECL can be
successful in striking the balance as it has been successful in countries like France,
United Kingdom and Germany and Nordic Countries.

CONCLUSION

I would like to conclude this paper by emphasising that there is a responsibility on
the Congress and not the Court, to introduce legislative changes to deal with issues of
mass digitalisation as “fair use” cannot encompass all matters of mass digitalisation.
The model recommended through this paper by analysing the model adopted by other
jurisdiction could help the Congress in introducing a solution to this problem. Thereby,
fulfilling their constitutional and international obligation, to keep their Copyright laws
in compliance with the growing technological advancement.
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